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As set forth in the parties’ settlement (attached hereto as Exhibit A), Plaintiff The Regents

2

of the University of California and Defendants California Berry Cultivars, LLC, Douglas Shaw,

3

and Kirk Larson, through their undersigned counsel of record, hereby stipulate to the dismissal
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with prejudice of the above-captioned action pursuant to Rule 41(a)(1)(A)(ii) of the Federal Rules
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of Civil Procedure. Each party shall bear its own costs, expenses, and attorneys’ fees.
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Also as set forth in the parties’ settlement, Plaintiff and Defendants request that the Court
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maintain jurisdiction to enforce the terms of the settlement, including for any enforcement
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requests made pursuant to California Code of Civil Procedure § 664.6.
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Dated: September 15, 2017
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Matthew A. Chivvis

3
4
5
6
7

David D. Scannell (pro hac vice)
DScannell@mofo.com
MORRISON & FOERSTER LLP
2000 Pennsylvania Ave., NW
Washington, DC 20006
Telephone: 202.887.1500
Facsimile: 202.887.0763

8
9
10
11

Attorneys for Plaintiff and Cross-Defendant
THE REGENTS OF THE UNIVERSITY OF
CALIFORNIA

12
13

Rachel Krevans (CA SBN 116421)
RKrevans@mofo.com
Wesley E. Overson (CA SBN 154737)
WOverson@mofo.com
Matthew A. Chivvis (CA SBN 251325)
MChivvis@mofo.com
Jacob P. Ewerdt (CA SBN 313732)
JEwerdt@mofo.com
425 Market Street San Francisco, California
94105-2482
Telephone: 415.268.7000
Facsimile: 415.268.7522

Dated: September 15, 2017
JONES DAY

14
15

By: /s/ Tharan Gregory Lanier
Tharan Gregory Lanier

16
17
18
19
20
21
22
23
24

Tharan Gregory Lanier (SBN 138784)
tglanier@jonesday.com
Greg L. Lippetz (SBN 154228)
glippetz@jonesday.com
Nathaniel P. Garrett (SBN 248211)
ngarrett@jonesday.com
Paul C. Hines (SBN 294428)
phines@jonesday.com
JONES DAY
555 California Street, 26th Floor
San Francisco, CA 94104
Telephone: +1.415.626.3939
Facsimile:
+1.415.875.5700

Rick L. McKnight (SBN 55183)
fmcknight@jonesday.com
Alexis Adian Smith (SBN 274429)
asmith@jonesday.com
JONES DAY
555 South Flower Street
Fiftieth Floor
Los Angeles, CA 90071.2300
Telephone: +1.213.489.3939
Facsimile:
+1.213.243.2539
Attorneys for Defendant and Cross Defendant
CALIFORNIA BERRY CULTIVARS, LLC;
Defendants DOUGLAS SHAW and KIRK
LARSON

25
26
27
28
RULE 41(a)(1)(A)(ii) STIPULATED DISMISSAL WITH PREJUDICE
CASE NO. 3:16-CV-02477-VC
sf-3819951

2

Case 3:16-cv-02477-VC Document 393 Filed 09/15/17 Page 4 of 4

1
2

ECF ATTESTATION
I, Matthew A. Chivvis, am the ECF User whose ID and password are being used to file

3

the following document: RULE 41(a)(1)(A)(ii) STIPULATED DISMISSAL WITH PREJUDICE

4

IN LIGHT OF SETTLEMENT. In compliance with Civil L.R. 5-1(i)(3), I hereby attest that

5

Tharan Gregory Lanier concurs in this filing.
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Dated: September 15, 2017

MORRISON & FOERSTER, LLP
By: /s/ Matthew A. Chivvis
Matthew A. Chivvis
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SETTLEMENT AND RELEASE AGREEMENT
This Settlement and Release Agreement (this “Agreement”) is made as of September 15,
2017 (“Effective Date”), by and between on the one hand The Regents of the University of
California, a California corporation, having its statewide administrative offices at 1111 Franklin
Street, Oakland, California 94607-5200 (“The Regents”), on behalf of its Davis campus (“UC
Davis”) (collectively or individually, The Regents and UC Davis, “UC”), and on the other hand
California Berry Cultivars, LLC, a California limited liability company, having offices at 8
Corporate Park Suite 110, Irvine, California 92606, (“CBC”), Douglas Shaw, and Kirk Larson
(collectively or individually, CBC, Douglas Shaw, and Kirk Larson, the “Defendants” and each of
The Regents, CBC, Douglas Shaw, and Kirk Larson individually, a “Party,” and collectively, the
“Parties”).
RECITALS
WHEREAS, The Regents and the Defendants are parties to certain litigation captioned
California Berry Cultivars, LLC v. The Regents of the University of California filed on May 2,
2016 in California Superior Court and removed on May 6, 2016 to the United States District Court
for the Northern District of California (Case No. 16-cv-02477) and later re-captioned The Regents
of the University of California v. California Berry Cultivars, LLC, et al. (the “Litigation”);
WHEREAS, the Parties deem it to be in their best interests and to their mutual advantage to
settle the Litigation on the terms and conditions set forth in this Agreement in order to achieve
certainty in their dealings and avoid the expense of further litigation.
NOW, THEREFORE, in view of the foregoing and for other good and valuable
consideration, receipt and sufficiency of which are hereby acknowledged, the Parties agree as
follows:
1.
Definitions. For purposes of this Agreement, the following terms have the following
meanings:
1.1.
“CBC Proposed Release” means any cultivar to be released (including, without
limitation, by entities that acquire all or a portion of CBC’s strawberry breeding program through
mergers, acquisitions, changes of control, asset sales, and licenses) from CBC’s strawberry
breeding program from the Effective Date through the fifth anniversary of the Effective Date. In
the event an entity acquires all or a portion of CBC’s strawberry breeding program through
mergers, acquisitions, changes of control, asset sales, and/or licenses, Defendants will require as
an express contract term that the acquiring entity be bound by the provisions of this Agreement,
including Section 3.7. For the avoidance of doubt, a cultivar supplied at CBC’s direction to a
CBC member or CBC member affiliate for any commercial purposes would qualify as a CBC
Proposed Release, but non-commercial releases, such as for testing only, would not so qualify.
1.2.
“Transferred 2014 Crosses” means all progeny (including, without limitation, all
plants, plant parts, seeds, germinated materials, and/or clones and derivatives thereof) resulting
from crossbreeding performed by CBC or on behalf of CBC by CBC members and/or their
affiliates in 2014. For the avoidance of doubt, all such progeny from crossbreeding performed in
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2014 qualifies as Transferred 2014 Crosses and is subject to assignment and transfer to UC as set
forth in Section 3.2 notwithstanding any argument CBC might otherwise have made or make that
a specific variety’s parents were not “Unreleased UC Strawberry Germplasm” as defined in
Section 1.13. CBC represents and warrants that Schedule 1.2 contains a listing of all selections
resulting from crossbreeding performed by CBC or on behalf of CBC by CBC members and/or
their affiliates in 2014, but Defendants do not represent or warrant that all such selections exist
now or will exist as of the Effective Date. CBC further represents and warrants that 2014 was the
first year in which breeding was performed by CBC or on behalf of CBC by CBC members and/or
their affiliates, and that CBC does not have progeny resulting from crossbreeding performed by
CBC or on behalf of CBC members and/or their affiliates in prior years in its release pipeline.
1.3.
“Transferred 2015 Crosses” means all progeny (including, without limitation, all
plants, plant parts, seeds, germinated materials, and/or clones and derivatives thereof) resulting
from crossbreeding performed by CBC or on behalf of CBC by CBC members and/or their
affiliates in 2015 that have one or more varieties within the Unreleased UC Strawberry
Germplasm in their genetic lineage without an intervening UC-released variety. CBC represents
and warrants that Schedule 1.3 contains a listing of all selections resulting from crossbreeding
performed by CBC or on behalf of CBC by CBC members and/or their affiliates in 2015 that have
one or more varieties within the Unreleased UC Strawberry Germplasm in their genetic lineage
without an intervening UC-released variety, but Defendants do not represent or warrant that all
such selections exist now or will exist as of the Effective Date.
1.4.
“Transferred 2016 Crosses” means all progeny (including, without limitation, all
plants, plant parts, seeds, germinated materials, and/or clones and derivatives thereof), if any,
resulting from crossbreeding performed by CBC or on behalf of CBC by CBC members and/or
their affiliates in 2016 that have one or more varieties within the Unreleased UC Strawberry
Germplasm in their genetic lineage without an intervening UC-released variety.
1.5. “Transferred 2017 Seeds” means all progeny (including, without limitation, all
plants, plant parts, seeds, germinated materials, and/or clones and derivatives thereof) resulting
from crossbreeding performed by CBC or on behalf of CBC by CBC members and/or their
affiliates in 2017 that have one or more varieties within the Unreleased UC Strawberry
Germplasm in their genetic lineage. CBC represents and warrants that it has turned over to Iron
Mountain, as escrow agent, all seeds resulting from crossbreeding performed by CBC or on behalf
of CBC by CBC members and/or their affiliates in 2017 that have one or more varieties within the
Unreleased UC Strawberry Germplasm in their genetic lineage.
1.6.

“Other CBC Germplasm” has the meaning provided in Section 2.3(b).

1.7.
“CSC Litigation” means the litigation captioned California Strawberry
Commission v. The Regents of the University of California filed on October 8, 2013 in California
Superior Court and removed on October 29, 2014 to the United States District Court for the
Northern District of California (Case No. 14-cv-04801).
1.8.

“Litigation” has the meaning provided in the Recitals.
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1.9.
“Patent Agreements” means the University of California State Oath of Allegiance
and Patent Agreement executed by Kirk Larson dated July 1, 1991, and the University of
California State Oath of Allegiance and Patent Agreement executed by Douglas Shaw dated
February 25, 1986 (attached as Exhibits 1 and 2 to CBC’s Verified Complaint at Dkt. 2-2, 24-27).
1.10.

“Transferred Germplasm” has the meaning provided in Section 3.2.

1.11.

“Transferred Germplasm and Progeny” has the meaning provided in Section

3.2.
1.12.
Section 3.2.

“Transferred Progeny Information and Materials” has the meaning provided in

1.13. “Unreleased UC Strawberry Germplasm” means the strawberry breeding
program germplasm developed and/or maintained by Drs. Shaw and/or Larson at UC Davis while
they were employees of UC that has not been released commercially by UC Davis as of the
Effective Date including, without limitation, the currently unpatented strawberry germplasm
referred to in the Litigation as the Core Strawberry Germplasm (and disclosed in U.S. Plant Patent
Application Publication No. US-2015-0359150-P1) and the Transition Cultivars. For the
avoidance of doubt, Unreleased UC Strawberry Germplasm excludes cultivars that Drs. Shaw and
Larson have already assigned to The Regents as of the Effective Date (including, but not limited
to, Sunset, Cuesta, Camarosa, Anaheim, Laguna, Carlsbad, Gaviota, Aromas, Diamante, Pacific,
Camino Real, Ventana, Albion, Palomar, Portola, Monterey, San Andreas, Mojave, Benicia,
Merced, Fronteras, Petaluma, Grenada, and Cabrillo) and excludes the Transferred Germplasm.
For the avoidance of doubt, varieties that are Unreleased UC Strawberry Germplasm as of the
Effective Date will cease being Unreleased UC Strawberry Germplasm in a particular country
after they are commercially released in that country for any activities in that country that take
place solely after such release.
2.

Terms of Settlement

2.1.
Dismissal. Within ten (10) days after the Effective Date, the Parties will dismiss
with prejudice, pursuant to stipulation under Fed. R. Civ. P 41(a)(1)(A)(ii) by the Parties in the
form attached hereto as Exhibit A, all claims against each other that were, could or should have
been asserted in this case; provided, however, that the parties stipulate that the United States
District Court for the Northern District of California will maintain jurisdiction to enforce the terms
of this Agreement as provided in Section 6.3.
2.2.

Defendants’ Releases.

(a)
Upon the Effective Date, the Defendants, each acting on behalf of itself or
himself and its or his respective predecessors, successors, assigns, and members, do hereby now
and forever release, acquit, and discharge The Regents and UC Davis, and their predecessors,
successors, and assigns, and each of their respective current and former trustees, officers,
directors, employees, agents, attorneys, representatives, distributors, resellers, licensees, and direct
or indirect customers, from and against, with respect to the period before the Effective Date, any
and all claims, causes of action, charges, grievances, obligations, rights, demands, debts, damages,
costs, losses and liabilities of any nature arising under or related to: (i) the allegations in the
3
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complaint and in the Litigation; (ii) claims, causes of action, charges, grievances, obligations,
rights, demands, debts, damages, costs, losses and liabilities that could or should have been raised
in the Litigation; and (iii) the conduct of settlement negotiations occurring before the Effective
Date (except for representations and obligations expressly included in this Agreement).
(b)
Without limiting the generality of the foregoing, upon the Effective Date,
the Defendants give up all claims to any right, title, or interest in any and all Unreleased UC
Strawberry Germplasm (other than Drs. Shaw and Larson’s respective rights to existing or future
royalties under Drs. Shaw and Larson’s Patent Agreements or under Section 3.4, including
royalties that may be due from UC’s release and sale of any Unreleased UC Strawberry
Germplasm invented by Drs. Shaw and Larson), including any and all Transferred Germplasm and
Progeny.
2.3.

UC’s Releases.

(a)
Upon the Effective Date, The Regents and UC Davis do hereby now and
forever release, acquit, and discharge the Defendants, and their predecessors, successors, and
assigns, and each of their respective current and former members, trustees, officers, directors,
employees, agents, attorneys, representatives, distributors, resellers, licensees, and direct or
indirect customers, from and against, with respect to the period before the Effective Date, any and
all claims, causes of action, charges, grievances, obligations, rights, demands, debts, damages,
costs, losses and liabilities of any nature arising under or related to: (i) the allegations in the crosscomplaint and in the Litigation; (ii) claims, causes of action, charges, grievances, obligations,
rights, demands, debts, damages, costs, losses and liabilities that could or should have been raised
in the Litigation; and (iii) the conduct of settlement negotiations occurring before the Effective
Date (except for representations and obligations expressly included in this Agreement).
(b)
Without limiting the generality of the foregoing, upon the Effective Date,
The Regents and UC Davis give up all claims to any right, title, or interest in (i) any selections
resulting from crossbreeding performed in 2015 for CBC’s benefit that include no genotypes
within the Unreleased UC Strawberry Germplasm in their genetic lineage without an intervening
UC-released variety (but may include, for the avoidance of doubt, patented cultivars that were
released in California when the cross was designed but not in Spain, regardless of where the cross
was performed), and (ii) any selections resulting from crossbreeding performed in 2016 for CBC’s
benefit that include no genotypes within the Unreleased UC Strawberry Germplasm in their
genetic lineage without an intervening UC-released variety (but may include, for the avoidance of
doubt, patented cultivars that were released in California when the cross was designed but not in
Spain, regardless of where the cross was performed) (the “Other CBC Germplasm”).
2.4. Unknown Claims. The Regents and Defendants acknowledge that Section 1542 of
the California Civil Code provides that:
A general release does not extend to claims which the creditor does not know or suspect to
exist in his favor at the time of executing the release, which if known by him must have
materially affected his settlement with the debtor.
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(a)
The Parties hereby agree to waive and release all rights under this Cal. Civ.
Code Section 1542 (as well as any comparable rights provided for by the laws of any other
jurisdiction) and hereby and forever agree that the releases set forth in Sections 2.2 and 2.3 extend
to all of such claims, including those which are contingent, un-matured, unknown or unsuspected
by any Party at this time.
(b)
The Parties represent and warrant that each and every term of this release
has been carefully read and is fully understood and that this release is being signed freely and
voluntarily for the purpose of making a full, complete and final resolution and settlement.
2.5.
Terms of the Agreement. Notwithstanding anything to the contrary in this
Article 2, the dismissal provided in Section 2.1 and the releases in Sections 2.2 and 2.3 will not
affect the rights and obligations of the Parties as expressly set forth or preserved in this
Agreement.
3.

Covenants.

3.1.
Ownership of Unreleased UC Strawberry Germplasm. In furtherance of the
release of Section 2.2(b), the Defendants agree that The Regents own, and agree to assign and
hereby assign to The Regents, any and all of Defendants’ right, title, and interest in the Unreleased
UC Strawberry Germplasm (other than Defendants’ rights to royalties under Drs. Shaw and
Larson’s Patent Agreements, under Section 3.5, and royalties that may be due from UC’s release
and sale of any Unreleased UC Strawberry Germplasm invented by Drs. Shaw and Larson).
Pedigree and performance records collected from Drs. Shaw and Larson by Morrison & Foerster
LLP in connection with the CSC Litigation (but not any material solely collected in discovery in
this Litigation) may be released from the possession of Morrison & Foerster LLP to UC Davis,
even if designated confidential by a Party under the Protective Order in the Litigation, and will be
UC’s confidential information
3.2.
Ownership of Transferred Germplasm and Progeny. The Defendants agree that
The Regents own, and agree to assign and hereby assign to The Regents, any and all of
Defendants’ right, title, and interest in all progeny (no matter how many generations removed)
from Unreleased UC Strawberry Germplasm including, without limitation, (a) the Transferred
2014 Crosses, (b) the Transferred 2017 Seeds, (c) the Transferred 2015 Crosses, (d) the
Transferred 2016 Crosses, (collectively (a)-(d), the “Transferred Germplasm”) and (e) the
progeny of any of the foregoing (no matter how many generations removed) (collectively (a)-(e),
the “Transferred Germplasm and Progeny”), other than as set forth in this Agreement. For the
avoidance of doubt, Defendants do not by Section 3.2 agree that The Regents own, nor do they
assign, any right, title, or interest in Other CBC Germplasm, and such germplasm is excluded from
the definitions of Transferred Germplasm and Transferred Germplasm and Progeny. As soon as
possible but within thirty (30) days of the Effective Date, Defendants will transfer all Transferred
Germplasm and Progeny (including, without limitation, all plants, plant parts, seeds, germinated
materials, and/or clones and derivatives thereof) and a summary of all observations to date about
the selections and complete breeding records regarding the Transferred Germplasm and Progeny
to UC for use as it deems fit (the “Transferred Progeny Information and Materials”). UC may
grant, in its sole discretion, extensions of the date by which to conduct this transfer if Defendants
request such extensions to ensure plant health and viability. In accordance with Section 3.7, with
5
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respect to any selections for which the Expert Consultant’s DNA results indicate one or more
varieties that should have been assigned to UC under Section 3.2, Defendants will transfer all such
selections to UC within thirty (30) days of CBC’s receipt of such DNA results. UC may, in its
sole discretion, approve destruction (rather than transfer) of redundant plant materials that
Defendants are required to transfer under Section 3.2.
3.3.
UC Use of the Transferred Germplasm and Progeny. UC will exercise decision
making with respect to the selections and seeds within the Transferred Germplasm and Progeny,
and will assess and advance the Transferred Germplasm and Progeny as it deems appropriate in its
sole discretion subject to the royalty obligations set forth in Section 3.4. For any cultivar within
the Transferred Germplasm and Progeny for which UC elects to seek patent protection, UC will
request of CBC, and CBC will promptly provide, information regarding potential inventive
contributions and access to potential inventors employed by CBC upon written request, and UC’s
patent counsel will make the final decision regarding inventorship. It is UC’s understanding that
the breeders from CBC who designed the crosses resulting in the Transferred Germplasm or
otherwise co-invented the cultivars will be listed as inventors. All patenting, release, and licensing
decisions as to selections from the Transferred Germplasm and Progeny will be made by UC in its
sole discretion. UC will base commercial release decisions for such selections on objective
measures of their commercial viability as cultivars.
3.4.
Payments to CBC. If UC decides in its sole discretion to patent or release any of
the Transferred Germplasm, UC will share with CBC any royalties received at the same rate and
on the same terms as UC would under the most recent version of the patent agreement terms of
UC, attached as Exhibit B, as if any inventors employed or otherwise affiliated with CBC were
employed by UC, except that the royalty payments will be made to CBC rather than the CBC
inventors. For the avoidance of doubt, in no case would UC pay an inventor share to Drs. Shaw or
Larson under their Patent Agreements and also pay an inventor share for that same inventorship
contribution to CBC under this paragraph, nor would UC pay an inventor share to any of
Defendants for progeny of Transferred Germplasm that is not also Transferred Germplasm.
3.5.
Payments to The Regents. The Regents will withhold, as payment by Defendants
to The Regents under this Agreement, (a) five hundred thousand dollars ($500,000) as an offset
only against future royalties otherwise due to the Defendants under the Patent Agreements for any
cultivars from the Unreleased UC Strawberry Germplasm invented by Drs. Shaw and Larson prior
to their retirement but patented and released by UC after the Effective Date, and (b) two million
dollars ($2,000,000) as an offset against future royalties otherwise due to the Defendants pursuant
to Section 3.4 from the Transferred Germplasm that UC, in its own discretion, chooses to patent
and release as referenced in in Sections 3.3 and 3.4, above.
3.6.
Confirmation of Royalty Payment Obligations to Drs. Shaw and Larson. For
the avoidance of doubt, The Regents’ royalty obligations to Drs. Shaw and Larson under the
Patent Agreements otherwise remain unchanged by this Agreement or Litigation. The Regents
will not offset any of the payments referenced in Section 3.5, any of the costs or fees of this
Litigation (or costs or fees of the CSC Litigation not already offset), or any of the costs or fees for
testing and compliance with this Agreement against the royalties due to Drs. Shaw and/or Larson
for any cultivars that were released prior to the Effective Date.
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3.7.

Strawberry Germplasm Compliance Assessment.

(a)
In order to ensure compliance with this Agreement, the Parties will jointly
contract a qualified independent party selected in accordance with Section 3.7(a) (the “Expert
Consultant”). The Expert Consultant will be engaged under a joint contract to collect samples on
the terms set out in Section 3.7(b). During the month of October 2017 (or as soon as possible
thereafter) the Expert Consultant, the Expert Consultant’s designee, or another individual agreed
to by the Parties will collect samples from one selection of each family (which will be
representative of all selections in the family) of the progeny resulting from crossbreeding
performed by CBC or on behalf of CBC by CBC members and/or their affiliates in 2016 and
perform DNA testing of them, the results to be provided to the Parties within three (3) months of
such sampling or as soon as possible thereafter. Defendants represent and warrant that Schedule
3.7 contains a listing of all families resulting from crossbreeding performed by CBC or on behalf
of CBC by CBC members and/or their affiliates in 2016, but Defendants do not represent or
warrant that all such families exist now or will exist as of the Effective Date .
(b)
For any CBC Proposed Release, CBC will provide written notice to the
Expert Consultant and UC Davis of any such release at least six (6) months prior to the scheduled
release. Upon receipt of any such notice, the Expert Consultant will: (i) collect samples from the
cultivar to be released and pedigree information regarding the cultivar (the confidentiality of
which shall be maintained pursuant to 3.7(e)(i)) within one (1) month of such notification; (ii)
conduct DNA testing on the samples; (iii) provide a report to CBC and UC as to whether the DNA
testing results demonstrate the pedigree of the cultivar to be released includes Unreleased UC
Strawberry Germplasm (and, if and only if the cultivar to be released includes Unreleased UC
Strawberry Germplasm in its pedigree, the DNA testing results themselves to UC) within three (3)
months of such sampling or as soon as possible thereafter.
(c)
For any sampling conducted pursuant to this Agreement, each Party, or its
designee, shall have the right to be present during any such sampling. The method and manner of
sampling and genetic analyses (including evaluation of pedigree) shall be chosen by the Expert
Consultant without any requirement for input from and approval by the Parties and their experts,
provided, however, the Expert Consultant must make use of DNA genotyping and/or sequencing
technologies (such as the iStraw35) to generate data for the comparisons needed to validate
pedigree.
(d)
Each of UC and CBC will select and identify to the other Party by written
notice a qualified expert in plant genotyping and DNA analysis within thirty (30) days of the
Effective Date. Thereafter, the two qualified experts will promptly meet and confer to agree upon
the identity of a mutually agreeable qualified independent party not affiliated with either Party to
be the Expert Consultant within forty five (45) days of the Effective Date but no later than October
1, 2017. If the two qualified experts are unable to select a mutually qualified independent party,
either UC or the CBC may move the United States District Court for the Northern District of
California for selection of the Expert Consultant, and neither UC nor CBC will oppose the matter
being heard by the Court on an expedited basis, preferably no later than November 1, 2017, and
earlier if the Court’s schedule allows.
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(e)
The joint contract between The Regents, CBC and the Expert Consultant
will include: (i) reasonable confidentiality obligations whereby the Expert Consultant may not
disclose information regarding any genotype or pedigree data obtained from UC to CBC or third
parties or any genotype or pedigree data obtained from CBC to UC or third parties except to
indicate where a CBC sample is progeny of one or more varieties within the Unreleased UC
Strawberry Germplasm and provide analysis of the DNA testing of such CBC sample; (ii) the right
for the Expert Consultant to request samples (and the obligation for The Regents and CBC to
provide the requested samples), as needed, from the genetic lineage of any samples provided for
testing; (iii) reasonable payment for the services of the Expert Consultant to be shared equally by
The Regents and CBC; (iv) prohibition against any Party (or its representatives or agents,
including experts) communicating (in any mode or fashion) with the Expert Consultant without
inclusion of the other Party; and (v) such other reasonable terms and conditions as shall be agreed
upon by the Parties and the Expert Consultant, including (a) reasonable confidentiality and nondisclosure obligations vis-à-vis non-parties, and (b) limitations of use of any information acquired
to this engagement only and requirements for destruction of any such information after its
termination.
(f)
The evaluation and results of the Expert Consultant with respect to the
pedigree of any sample tested shall be final and binding upon the Parties, with no right to appeal
except for fraud or violation of law, this Agreement, or the joint contract.
3.8.
Non-Disparagement and Media. From the Effective Date to the third anniversary
of the Effective Date, the Parties will not make or publish, either orally or in writing, any
disparaging public statement about The Regents, UC Davis, its strawberry breeding program, or
any faculty, administrators, or staff of The Regents or UC Davis with respect to its strawberry
breeding program, or about Dr. Shaw, Dr. Larson, CBC, its members, principals, employees or its
strawberry breeding program (subject to the requirements of law, including the California Public
Records Act). Any statements to the media and/or press releases regarding settlement or this
Agreement must be approved by the Parties. The Parties have approved a press release in the form
attached hereto as Exhibit C.
4.

Confidentiality.

4.1.
Non-public information, physical specimens, research data, and proprietary
information relating to the Unreleased UC Strawberry Germplasm, the Transferred Germplasm
and Progeny and the Transferred Progeny Information and Materials, will be UC Davis’
confidential information. Non-public information, physical speciments, research data and
proprietary information relating to the Other CBC Germplasm will be CBC’s confidential
information.
4.2.
A Party that receives the confidential information (the “Receiving Party”) of
another Party (the “Disclosing Party”) will not disclose any such confidential information to any
third party, except:
(a)

With the prior written consent of the Disclosing Party;
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(b)
To the extent such disclosure may be required in judicial, administrative, or
regulatory proceedings in response to a valid subpoena or as otherwise may be required by
applicable law, statute, or regulation, provided that the Receiving Party gives the Disclosing Party
notice and a reasonable opportunity to contest or minimize such disclosure; and
(c)
To the Receiving Party’s affiliates, accountants, auditors, legal counsel,
insurers, bankers, and other professional advisors, but only subject to an obligation of
confidentiality and/or privilege (as applicable).
5.

Representations and Warranties.
5.1.

Each Party hereby represents and warrants to the other Parties that:

(a)
In the case of The Regents and CBC, such Party is duly organized under
applicable law, and in the case of each Party, has the power and authority to execute and deliver
this Agreement and to perform its obligations hereunder, and the execution, delivery and
performance of this Agreement by such Party have been duly and validly authorized by all
requisite action;
(b)
This Agreement has been duly executed and delivered by a duly authorized
officer of such Party and constitutes the valid and binding agreement of such Party enforceable in
accordance with its terms;
(c)
Such Party has received all consents, approvals, and permits necessary for
such Party to enter into this Agreement and perform its obligations hereunder; and
(d)
The execution, delivery, and performance of this Agreement by such Party
will not violate (i) the organizational documents of such Party in the case of The Regents or the
CBC, as applicable; (ii) any material agreement under which such Party is bound; or (iii) any law,
ordinance, rule, regulation, judgment, writ, injunction, or order of any court or governmental,
administrative, or regulatory authority to which such Party or its assets are subject.
5.2.
In addition to the representations and warranties in Article 1, above, Defendants
represent and warrant that they do not have Unreleased UC Strawberry Germplasm in their
possession, custody, or control, and that if, to the knowledge of Defendants, any Unreleased UC
Strawberry Germplasm has or does come into their possession, custody, or control through any
channel other than through sales by a UC licensee authorized to make such sales or subsequent
sellers in a distribution chain from an authorized UC licensee following the commercial release of
such germplasm, Defendants will promptly give written notice of the issue to UC and destroy all
copies of such germplasm.
5.3.
Except as expressly set forth in this Article 5, each Party hereby disclaims all other
warranties, express or implied, including without limitation, the warranties of merchantability,
non-infringement, and fitness for a particular purpose.
5.4.
In entering this Agreement, the Parties acknowledge and represent that they have
not relied upon any statement or representation, written or oral, by another Party except those
expressly set forth in this Agreement.
9
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6.

Miscellaneous Provisions.

6.1.
Attorneys’ Fees and Costs. Each Party is responsible for its own attorneys’ fees
and costs, if any, in connection with this Agreement and the Litigation settled herein.

Governing Law. This Agreement is to be construed in accordance with and
6.2.
governed by the internal laws of the State of California (as permitted by Section 1646.5 of the
California Civil Code or any similar successor provision) without giving effect to any choice of
law rule that would cause the application of the laws of any jurisdiction other than the internal
laws of the State of California to the rights and duties of the Parties.
6.3.
Dispute Resolution. The United States District Court for the Northern District of
California will maintain jurisdiction to enforce the terms of this Agreement (including under
California Code of Civil Procedure § 664.6). The venue of any other future litigation arising out
of or relating to this Settlement Agreement will be the Northern District of California. Each Party
consents to the jurisdiction of the United States District Court for the Northern District of
California to adjudicate any such future litigation or enforcement.
6.4.
Severability. If the application of any provision of this Agreement to any
particular facts or circumstances is for any reason held to be invalid, illegal or unenforceable by a
court, arbitration panel or other tribunal of competent jurisdiction, then (a) the validity, legality
and enforceability of such provision as applied to any other particular facts or circumstances, and
the other provisions of this Agreement, will not in any way be affected or impaired thereby and (b)
such provision will be enforced to the maximum extent possible so as to effect the intent of the
Parties. If, moreover, any provision contained in this Agreement is for any reason held to be
excessively broad as to duration, geographical scope, activity or subject, it will be construed by
limiting and reducing it, so as to be enforceable to the extent compatible with applicable law.

6.5.
Notices. Any notice, request, demand, or other communication required or
permitted hereunder must be in writing and reference this Agreement, and will be deemed to be
properly given: (a) when delivered personally; (b) when sent by facsimile, with written
confirmation of receipt by the sending facsimile machine; (c) five (5) business days after having
been sent by registered or certified mail, return receipt requested, postage prepaid; or (d) two (2)
business days after deposit with a private industry express courier, with written confirmation of
receipt. All notices must be sent to the address set forth on the signature page of this Agreement
and to the attention of the person executing this Agreement (or to such other address or person as
may be designated by a Party by giving written notice to the other Party pursuant to this Section),
and additionally to the attorneys of record in the Litigation as listed below:
For UC:
Matthew Chivvis
425 Market St.
San Francisco CA 94105
Fax: (415) 268-7522

For the Defendants:
AG Kawamura
c/o Orange County Produce, LLC
11405 Jeffrey Rd.
Irvine, CA 92602

6.6.
Waiver. The waiver by any Party of a breach of or a default under any provision
of this Agreement will not be effective unless in writing and will not be construed as a waiver of
10
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any subsequent breach of or default under the same or any other provision of this Agreement, nor
will any delay or omission on the part of any Party to exercise or avail itself of any right or
remedy that it has or may have hereunder operate as a waiver of any right or remedy.
6.7.
Construction. This Agreement has been negotiated by the Parties and is to be
interpreted fairly in accordance with its terms and without any construction in favor of or against
any Party.
6.8.
Captions and Section Headings. The captions and section and paragraph
headings used in this Agreement are inserted for convenience only and do not affect the meaning
or interpretation of this Agreement.
6.9.
Counterparts. This Agreement may be executed (including, without limitation, by
facsimile or scanned PDF signature) in one or more counterparts, with the same effect as if the
Parties had signed the same document. Each counterpart so executed will be deemed to be an
original, and all such counterparts will be construed together and constitute one Agreement.
6.10. Entire Agreement; Amendment. This Agreement is the final, complete and
exclusive agreement of the Parties with respect to the subject matter hereof and supersedes and
merges all prior or contemporaneous representations, discussions, proposals, negotiations,
conditions, communications and agreements, whether written or oral, between the Parties relating
to the subject matter hereof and all past courses of dealing or industry custom. No modification of
or amendment to this Agreement will be effective unless in writing and signed by all of the
Parties.
6.11. Limitation of Liability. IN NO EVENT WILL ANY PARTY BE LIABLE TO
ANOTHER PARTY FOR ANY INDIRECT, SPECIAL, INCIDENTAL, EXEMPLARY OR
CONSEQUENTIAL DAMAGES OF ANY KIND ARISING OUT OF OR IN CONNECTION
WITH THIS AGREEMENT, HOWEVER CAUSED AND ON ANY THEORY OF LIABILITY
(WHETHER IN CONTRACT, TORT (INCLUDING NEGLIGENCE), STRICT LIABILITY OR
OTHERWISE), EVEN IF SUCH PARTY WAS ADVISED OR OTHERWISE AWARE OF THE
LIKELIHOOD OF SUCH DAMAGES.
6.12. Relationship of Parties. Nothing contained in this Agreement will be deemed or
construed as creating a joint venture, partnership, agency, employment or fiduciary relationship
between any of the Parties. No Party nor its agents have any authority of any kind to bind any
other Party in any respect whatsoever, and the relationship of the Parties is, and at all times will
continue to be, that of independent contractors.
6.13. Successors and Assigns. This Agreement shall be binding upon and inure to the
benefit of the parties and their respective legal representatives, heirs, successors and assigns
including, without limitation, a third party that acquires rights in all or a portion of CBC’s
strawberry breeding program whether by merger, acquisition, change of control, asset sale, or
license; provided that UC’s releases shall only apply to the extent that such legal representative,
heir, successor, assign, or third party is bound by the appropriate covenants in this Agreement
including, without limitation, Section 3.7.
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1

[Counsel on Signature Page]

2
3
4
5
6
7
8
9
10
11

UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA

12

SAN FRANCISCO DIVISION

13
14
15
16
17
18
19
20

THE REGENTS OF THE UNIVERSITY OF
CALIFORNIA, a corporation,
Plaintiff,
v.
CALIFORNIA BERRY CULTIVARS, LLC,
DOUGLAS SHAW, AND KIRK LARSON

RULE 41(a)(1)(A)(ii) STIPULATED
DISMISSAL WITH PREJUDICE IN
LIGHT OF SETTLEMENT

Defendants.
CALIFORNIA BERRY CULTIVARS, LLC
Cross-Complainant,

22

v.
THE REGENTS OF THE UNIVERSITY OF
CALIFORNIA, a corporation,

23

Crossclaim Defendant.

21

Case No. 3:16-cv-02477-VC

24
25
26
27
28
RULE 41(a)(1)(A)(ii) STIPULATED DISMISSAL WITH PREJUDICE
CASE NO. 3:16-CV-02477-VC
sf-3819951
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1

As set forth in the parties’ settlement (attached hereto as Exhibit A), Plaintiff The Regents

2

of the University of California and Defendants California Berry Cultivars, LLC, Douglas Shaw,

3

and Kirk Larson, through their undersigned counsel of record, hereby stipulate to the dismissal

4

with prejudice of the above-captioned action pursuant to Rule 41(a)(1)(A)(ii) of the Federal Rules

5

of Civil Procedure. Each party shall bear its own costs, expenses, and attorneys’ fees.

6

Also as set forth in the parties’ settlement, Plaintiff and Defendants request that the Court

7

maintain jurisdiction to enforce the terms of the settlement, including for any enforcement

8

requests made pursuant to California Code of Civil Procedure § 664.6.

9
10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28
RULE 41(a)(1)(A)(ii) STIPULATED DISMISSAL WITH PREJUDICE
CASE NO. 3:16-CV-02477-VC
sf-3819951

1
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1

Dated: September _, 2017

MORRISON & FOERSTER, LLP

2
By:
3

Matthew A. Chivvis

4
Matthew A. Chivvis (CA SBN 251325)
MChivvis@mofo.com
425 Market Street San Francisco, California
94105-2482
Telephone: 415.268.7000
Facsimile: 415.268.7522

5
6
7
8

Attorney for Plaintiff
THE REGENTS OF THE UNIVERSITY OF
CALIFORNIA

9
10
11

Dated: September _, 2017
JONES DAY

12
13
14
15
16
17
18
19

By:
Tharan Gregory Lanier
Tharan Gregory Lanier (SBN 138784)
tglanier@jonesday.com
JONES DAY
555 California Street, 26th Floor
San Francisco, CA 94104
Telephone: +1.415.626.3939
Facsimile:
+1.415.875.5700
Attorney for Defendants
CALIFORNIA BERRY CULTIVARS, LLC,
DOUGLAS SHAW, and KIRK LARSON

20
21
22
23
24
25
26
27
28
RULE 41(a)(1)(A)(ii) STIPULATED DISMISSAL WITH PREJUDICE
CASE NO. 3:16-CV-02477-VC
sf-3819951
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1
2

ECF ATTESTATION
I, Matthew A. Chivvis, am the ECF User whose ID and password are being used to file

3

the following document: RULE 41(a)(1)(A)(ii) STIPULATED DISMISSAL WITH PREJUDICE

4

IN LIGHT OF SETTLEMENT. In compliance with Civil L.R. 5-1(i)(3), I hereby attest that

5

Tharan Gregory Lanier concurs in this filing.

6
7
8
9

Dated: _September , 2017___________

MORRISON & FOERSTER, LLP

By:
MATTHEW A. CHIVVIS

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28
RULE 41(a)(1)(A)(ii) STIPULATED DISMISSAL WITH PREJUDICE
CASE NO. 3:16-CV-02477-VC
sf-3819951
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UNIVERSITY OF CALIFORNIA
STATE OATH OF ALLEGIANCE. PATENT
POLICY, AND PATENT ACKNOWLEDGMENT
UPAY585 (R 11/2011) E0420 71443-180

EMPLOYEE'S NAME (Last, First, Middle Initial)

DATE PREPARED
Mo/Dy/Yr

EMPLOYEE ID

DEPARTMENT

EMPLOYMENT DATE
Mo/Dy/Yr

STATE OATH OF ALLEGIANCE	
  	
  	
  I do solemnly swear (or affirm) that I will support and defend the Constitution of the United States and the Constitution of

the State of California against all enemies, foreign and domestic; that I will bear true faith and allegiance to the Constitution of the United States and the Constitution
of the State of California; that I take this obligation freely, without any mental reservation or purpose of evasion; and that I will well and faithfully discharge the duties
upon which I am about to enter.	
  

Taken and subscribed before me on: ___________________________
	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  	
  Mo/Dy/Yr	
  
Signature of Authorized Official:_________________________________
Title:______________________________________________________	
  
County: ___________________________________ State:___________	
  

Signature of Officer or Employee:______________________________
	
  
(Do not sign until in the presence of proper witness.)
NOTE: No fee may be charged for administering this oath.	
  
	
  

The oath must be administered by either (1) a person having general authority by law to administer oaths—for example, Notaries Public, Civil Executive Officers
(Gov. Code Sec. 1001), Judicial Officers, Justices of the Peace, and county officials named in Gov. Code Sections 24000, 24057, such as, district attorneys, sheriffs,
county clerks, members of boards of supervisors, etc., or (2) by any University Officer or employee who has been authorized in writing by The Regents to administer
such oaths.
WHO MUST SIGN THE OATH: All persons (other than aliens) employed by the
University, in common with all other California public employees, whether with
or without compensation, must sign the oath. (Calif. Constitution, Article XX,
Section 2, Calif. Gov. Code Sections 3100-3102.)
All persons re-employed by the University after a termination of service must
sign a new Oath if the date of re-employment is more than one year after the
date on which the previous Oath was signed (Calif. Gov. Code Sec. 3102.)
WHEN OATH MUST BE SIGNED: The Oath must be signed BEFORE the
individual enters upon the duties of employment (Calif. Constitution, Article XX,
Section 3: Calif. Gov. Code Sec. 3102.)

PATENT ACKNOWLEDGMENT
This acknowledgment is made by me to The Regents of the University of
California, a corporation, hereinafter called “University,” in part consideration of
my employment, and of wages and/or salary to be paid to me during any period
of my employment, by University, and/or my utilization of University research
facilities and/or my receipt of gift, grant, or contract research funds through the
University.
By execution of this acknowledgment, I understand that I am not waiving any
rights to a percentage of royalty payments received by University, as set forth
in the University of California Patent Policy, hereinafter called “Policy.”
I also understand and acknowledge that the University has the right to change
the Policy from time to time, including the percentage of net royalties paid to
inventors, and that the policy in effect at the time an invention is disclosed shall
govern the University’s disposition of royalties, if any, from that invention.
Further, I acknowledge that the percentage of net royalties paid to inventors is
derived only from consideration in the form of money or equity received under:
1) a license or bailment agreement for licensed rights, or 2) an option or letter
agreement leading to a license or bailment agreement. I also acknowledge that
the percentage of net royalties paid to inventors is not derived from research
funds or from any other consideration of any kind received by the University.
The Policy on Accepting Equity When Licensing University Technology governs
the treatment of equity received in consideration for a license.
I acknowledge my obligation to assign, and do hereby assign, inventions and
patents that I conceive or develop 1) within the course and scope of my
University employment while employed by University, 2) during the course of
my utilization of any University research facilities, or 3) through any connection
with my use of gift, grant, or contract research funds received through the
University. I further acknowledge my obligation to promptly report and fully
disclose the conception and/or reduction to practice of potentially patentable
inventions to the University authorized licensing office. Such inventions shall be
examined by the University to determine rights and equities therein in

	
  

WHERE OATHS ARE FILED: The Oaths of all employees of the University shall
be filed with the Campus Accounting Office.
FAILURE TO SIGN OATH: No compensation for service performed prior to his
subscribing to the Oath or affirmation may be paid to a University employee. And
no reimbursement for expenses incurred may be paid prior to his subscribing to
the Oath or affirmation. (Calif. Gov. Code Sec. 3107.)
PENALTIES: “Every person who, while taking and subscribing to the Oath or
affirmation required by this chapter, states as true any material which he knows to
be false, is guilty of perjury, and is punishable by imprisonment in the state prison
not less than one or more than 14 years.” (Calif. Gov. Code Sec. 3108.)
accordance with the Policy. I shall promptly furnish University with complete
information with respect to each.
In the event any such invention shall be deemed by University to be patentable or
protectable by an analogous property right, and University desires, pursuant to
determination by University as to its rights and equities therein, to seek patent or
analogous protection thereon, I shall execute any documents and do all things
necessary, at University’s expense, to assign to University all rights, title, and
interest therein and to assist University in securing patent or analogous protection
thereon. The scope of this provision is limited by Calif. Labor Code Sec. 2870, to
which notice is given below. In the event I protest the University's determination
regarding any rights or interest in an invention, I acknowledge my obligation: (a) to
proceed with any University requested assignment or assistance; (b) to give
University notice of that protest no later than the execution date of any of the
above-described documents or assignment; and (c) to reimburse University for all
expenses and costs it encounters in its patent application attempts, if any such
protest is subsequently sustained or agreed to.
I acknowledge that I am bound to do all things necessary to enable University to
perform its obligations to grantors of funds for research or contracting agencies as
said obligations have been undertaken by University.
University may relinquish to me all or a part of its right to any such invention, if, in
its judgment, the criteria set forth in the Policy have been met.
I acknowledge that I am bound during any periods of employment by University or
for any period during which I conceive or develop any invention during the course
of my utilization of any University research facilities, or any gift, grant, or contract
research funds received through the University.
In signing this acknowledgment, I understand that the law, of which notification is
given below, applies to me, and that I am still required to disclose all my
inventions to the University.	
  

NOTICE: This
	
   acknowledgment does not apply to an invention which qualifies under the provision of Calif. Labor Code Sec.2870 which provides that (a) Any provision in an
employment agreement which provides that an employee shall assign, or offer to assign, any of his or her rights in an invention to his or her employer shall not apply to an
invention that
	
   the employee developed entirely on his or her own time without using the employer’s equipment, supplies, facilities, or trade secret information except for those
inventions that either: (1) Relate at the time of conception or reduction to practice of the invention to the employer’s business, or actual or demonstrably anticipated research or
development
	
   of the employer; or (2) Result from any work performed by the employee for the employer. (b) To the extent a provision in an employment agreement purports to
require an employee to assign an invention otherwise excluded from being required to be assigned under subdivision (a), the provision is against the public policy of this state
and is unenforceable.
In any suit or
action arising under this law, the burden
of proof shall be
on PAF,
the individual
claiming the benefits of its provisions.
OATH
AND PATENT
ACKNOWLEDGMENT
-- ATTACH
TO
UPAY560.

	
  

RETENTION: Accounting: 5 years after separation,
except in cases of disability, retirement or disciplinary
action, in which case retain until age 70.	
  

Employee/Guest Name (Please print): ___________________________________________	
  

Other Copies: 0-5 years after separation	
  

Witness Signature & University Acceptance: _________________________Date:_________	
  

Employee/Guest Signature: ______________________________________Date:_________ 	
  

PLEASE SIGN STATE OATH AND PATENT ACKNOWLEDGMENT
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UNIVERSITY OF CALIFORNIA PATENT POLICY—October 1, 1997
I. PREAMBLE
It is the intent of the President of the University of California, in administering
intellectual property rights for the public benefit, to encourage and assist
members of the faculty, staff, and others associated with the University in
the use of the patent system with respect to their discoveries and inventions
in a manner that is equitable to all parties involved.
The University recognizes the need for and desirability of encouraging the
broad utilization of the results of University research, not only by scholars
but also in practical application for the general public benefit, and
acknowledges the importance of the patent system in bringing innovative
research findings to practical application.
Within the University, innovative research findings often give rise to
patentable inventions as fortuitous by-products, even though the research
was conducted for the primary purpose of gaining new knowledge. The
following University of California Patent Policy is adopted to encourage the
practical application of University research for the broad public benefit; to
appraise and determine relative rights and equities of all parties concerned;
to facilitate patent applications, licensing, and the equitable distribution of
royalties, if any; to assist in obtaining funds for research; to provide for the
use of invention-related income for the further support of research and
education; and to provide a uniform procedure in patent matters when the
University has a right or equity.

represent an employee benefit. When there are two or more inventors, each
inventor shall share equally in the inventor's share of royalties, unless all
inventors previously have agreed in writing to a different distribution of such
share.
Distribution of the inventor's share of royalties shall be made annually in
November from the amount received during the previous fiscal year ending
June 30th, except as provided for in Section II.D. below. In the event of any
litigation, actual or imminent, or any other action to protect patent rights, the
University may withhold distribution and impound royalties until resolution of
the matter.
D. The DOE Laboratories may establish separate royalty distribution
formulas, subject to approval by the President. Distribution of the inventor's
share of DOE Laboratory royalties shall be made annually in February from
the amount received during the previous fiscal year ending September 30th.
All other elements of this policy shall continue to apply.
E. Equity received by the University in licensing transactions, whether in the
form of stock or any other instrument conveying ownership interest in a
corporation, shall be distributed in accordance with the Policy on Accepting
Equity When Licensing University Technology.
F. In the disposition of any net income accruing to the University from
patents, first consideration shall be given to the support of research.

II. STATEMENT OF POLICY

III. PATENT RESPONSIBILITIES AND ADMINISTRATION

A. An agreement to assign inventions and patents to the University, except
those resulting from permissible consulting activities without use of
University facilities, shall be mandatory for all employees, for persons not
employed by the University but who use University research facilities, and
for those who receive gift, grant, or contract funds through the University.
Such an agreement may be in the form of an acknowledgment of obligation
to assign. Exemptions from such agreements to assign may be authorized in
those circumstances when the mission of the University is better served by
such action, provided that overriding obligations to other parties are met and
such exemptions are not inconsistent with other University policies.

A. Pursuant to Regents' Standing Order 100.4(mm), the President has
responsibility for all matters relating to patents in which the University of
California is in any way concerned. This policy is an exercise of that
responsibility, and the President may make changes to any part of this policy
from time to time, including the percentage of net royalties paid to inventors.

B. Those individuals who have so agreed to assign inventions and patents
shall promptly report and fully disclose the conception and/or reduction to
practice of potentially patentable inventions to the Office of Technology
Transfer or authorized licensing office. They shall execute such declarations,
assignments, or other documents as may be necessary in the course of
invention evaluation, patent prosecution, or protection of patent or analogous
property rights, to assure that title in such inventions shall be held by the
University or by such other parties designated by the University as may be
appropriate under the circumstances. Such circumstances would include,
but not be limited to, those situations when there are overriding patent
obligations of the University arising from gifts, grants, contracts, or other
agreements with outside organizations.

B. The President is advised on such matters by the Technology Transfer
Advisory Committee (TTAC), which is chaired by the Senior Vice
President—Business and Finance. The membership of TTAC includes the
Provost and Senior Vice President—Academic Affairs, the Director of the
Office of Technology Transfer, and representatives from the campuses,
DOE Laboratories, Academic Senate, the Division of Agriculture and Natural
Resources and the Office of the General Counsel. TTAC is responsible for:
1. Reviewing and proposing University policy on intellectual property matters
including patents, copyrights, trademarks, and tangible research products;
2. Reviewing the administration of intellectual property operations to ensure
consistent application of policy and effective progress toward program
objectives; and
3. Advising the President on related matters as requested.
C. The Senior Vice President—Business and Finance is responsible for
implementation of this Policy, including the following:

In the absence of overriding obligations to outside sponsors of research, the
University may release patent rights to the inventor in those circumstances
when:

1. Evaluating inventions and discoveries for patentability, as well as scientific
merit and practical application, and requesting the filing and prosecution of
patent applications.

1. the University elects not to file a patent application and the inventor is
prepared to do so, or

2. Evaluating the patent or analogous property rights or equities held by the
University in an invention, and negotiating agreements with cooperating
organizations, if any, with respect to such rights or equities.

2. the equity of the situation clearly indicates such release should be given,
provided in either case that no further research or development to develop
that invention will be conducted involving University support or facilities, and
provided further that a shop right is granted to the University.
C. Subject to restrictions arising from overriding obligations of the University
pursuant to gifts, grants, contracts, or other agreements with outside
organizations, the University agrees, following said assignment of inventions
and patent rights, to pay annually to the named inventor(s), or to the
inventor(s)' heirs, successors, or assigns, 35% of the net royalties and fees
per invention received by the University. An additional 15% of net royalties
and fees per invention shall be allocated for research-related purposes on
the inventor's campus or Laboratory. Net royalties are defined as gross
royalties and fees, less the costs of patenting, protecting, and preserving
patent and related property rights, maintaining patents, the licensing of
patent and related property rights, and such other costs, taxes, or
reimbursements as may be necessary or required by law.
Inventor shares paid to University employees pursuant to this paragraph

3. Negotiating licenses and license option agreements with other parties
concerning patent and or analogous property rights held by the University.
4. Directing and arranging for the collection and appropriate distribution of
royalties and fees.
5. Assisting University officers in negotiating agreements with cooperating
organizations concerning prospective rights to patentable inventions or
discoveries made as a result of research carried out under gifts, grants,
contracts, or other agreements to be funded in whole or in part by such
cooperating organizations, and negotiating with Federal agencies regarding
the disposition of patent rights.
6. Approving exceptions from the agreement to assign inventions and
patents to the University as required by Section II.A. above.
7. Approving exemptions to University policy on intellectual property matters
including patents, copyrights, trademarks, and tangible research products.

PLEASE SIGN THE STATE OATH and PATENT ACKNOWLEDGEMENT on page 1
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EXHIBIT C
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Settlement reached in The Regents of the University of California’s lawsuit against
California Berry Cultivars and former faculty

A settlement has been reached in the strawberry breeding dispute between the
University of California Regents and California Berry Cultivars (CBC), a private start‐up company
formed by strawberry growers and nurseries and including two former UC faculty that ran the
UC Davis Public Strawberry Breeding Program.
Both sides have agreed that strawberry plants bred with unreleased UC strawberry
varieties will be transferred to and are owned by the UC Davis Public Strawberry Breeding
Program where the plants will be evaluated and, if deemed suitable, released to the public.
Both sides also agreed that UC owns varieties developed by the UC Davis Public Strawberry
Breeding Program and that CBC retains its interests in certain varieties it bred. Both sides’
claims against the other will be dismissed.
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SCHEDULE 1.2
Item
1.
2.
3.
4.
5.
6.
7.
8.
9.
10.
11.
12.
13.
14.
15.
16.
17.
18.
19.
20.
21.
22.
23.
24.
25.
26.
27.
28.
29.
30.
31.
32.
33.
34.
35.
36.
37.
38.
39.
40.
41.
42.
43.
44.

CBC ID
114.05-101
114.05-104
114.05-105
114.05-106
114.05-111
114.05-602
114.05-603
114.06-104
114.06-106
114.06-114
114.06-601
114.06-603
114.07-102
114.07-604
114.08-601
114.09-601
114.09-605
114.09-606
114.10-101
114.10-102
114.10-601
114.10-602
114.10-603
114.11-103
114.11-104
114.11-107
114.11-109
114.11-604
114.12-102
114.12-602
114.12-603
114.13-101
114.13-102
114.13-104
114.13-105
114.13-106
114.13-110
114.13-602
114.13-607
114.14-102
114.14-103
114.14-104
114.14-604
114.14-605
1
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Item
45.
46.
47.
48.
49.
50.
51.
52.
53.
54.
55.
56.
57.
58.
59.
60.
61.
62.
63.
64.
65.
66.
67.
68.
69.
70.
71.
72.
73.
74.
75.
76.
77.
78.
79.
80.
81.
82.
83.
84.
85.
86.
87.
88.

CBC ID
114.17-602
114.18-601
114.18-602
114.22-102
114.22-105
114.22-106
114.22-601
114.22-602
114.22-603
114.22-604
114.23-102
114.23-105
114.23-602
114.23-604
114.25-103
114.25-104
114.25-602
114.25-603
114.26-105
114.26-602
114.26-603
114.26-605
114.26-607
114.26-610
114.26-611
114.27-601
114.27-603
114.27-605
114.27-606
114.27-607
114.27-608
114.30-102
114.30-606
114.31-102
114.31-105
114.31-603
114.32-101
114.32-103
114.32-602
114.32-611
114.33-604
114.34-101
114.34-603
114.35-101
2
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Item
89.
90.
91.
92.
93.
94.
95.
96.
97.
98.
99.
100.
101.
102.
103.
104.
105.
106.
107.
108.
109.
110.
111.
112.
113.
114.
115.
116.
117.
118.
119.
120.
121.
122.
123.
124.
125.
126.
127.
128.
129.
130.
131.
132.

CBC ID
114.36-102
114.37-103
114.37-104
114.37-105
114.37-108
114.37-601
114.38-101
114.38-607
114.39-601
114.40-101
114.40-108
114.40-601
114.40-603
114.40-604
114.40-605
114.41-604
114.42-101
114.42-601
114.43-601
114.45-101
114.45-102
114.45-602
114.45-606
114.46-101
114.46-104
114.48-101
114.48-602
114.50-102
114.50-109
114.53-102
114.55-101
114.55-601
114.56-103
114.56-104
114.56-105
114.56-106
114.56-108
114.56-601
114.57-103
114.57-104
114.58-103
114.60-601
114.61-102
114.61-604
3
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Item
133.
134.
135.
136.
137.
138.
139.
140.
141.
142.
143.
144.
145.
146.
147.
148.
149.
150.
151.
152.
153.
154.
155.
156.
157.
158.
159.
160.
161.
162.
163.
164.
165.
166.
167.
168.
169.
170.
171.
172.
173.
174.
175.
176.

CBC ID
114.62-107
114.62-601
114.63-103
114.63-602
114.63-605
114.65-601
114.66-102
114.66-105
114.66-106
114.66-604
114.66-605
114.66-608
114.67-602
114.70-601
114.70-603
114.71-601
114.72-101
114.73-102
114.73-104
114.73-105
114.73-106
114.73-601
114.73-602
114.74-103
114.75-102
114.75-601
114.75-602
114.77-601
114.78-101
114.78-102
114.80-103
114.80-105
114.82-603
114.82-604
114.83-101
114.83-102
114.86-101
114.87-602
114.88-105
114.89-105
114.89-107
114.89-110
114.89-111
114.89-601
4
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Item
177.
178.
179.
180.
181.
182.
183.
184.

CBC ID
114.90-102
114.90-103
114.90-105
114.115-102
114.116-101
114.118-101
114.129-101
114.135-103

5

Case 3:16-cv-02477-VC Document 393-1 Filed 09/15/17 Page 32 of 36
SCHEDULE 1.3
Item
1.
2.
3.
4.
5.
6.
7.

CBC ID
115.1-603
115.1-604
115.49-601
115.49-602
115.86-101
115.124-101
115.124-102

1
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SCHEDULE 3.7
CBC 2016 Families
1
2
3
4
5
6
7
8
9
10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28
29
30
31
32
33
34
35
36
37
38
39
40
41
1
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CBC 2016 Families
42
43
44
45
46
47
48
49
50
51
52
53
54
55
56
57
58
59
60
61
62
63
64
65
66
67
71
72
73
74
75
76
77
78
79
80
81
82
83
84
85
2
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CBC 2016 Families
86
87
88
89
90
91
92
93
94
95
96
97
98
99
100
101
102
103
104
105
106
107
108
109
110
111
113
114
115
116
117
118
119
120
121
122
123
124
127
128
129
3
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CBC 2016 Families
130
131
132
134
135
136
137
138
139
140

4

